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INTERNATIONAL
CLASS 005
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diagnostic preparations for medical purposes; diagnostic preparations for medical and veterinary
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COUNTRY
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DATE 05/22/2009

FILING BASIS Section 44(e)
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REGISTRATION
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European Community

GOODS AND/OR SERVICES SECTION (005)(proposed)

INTERNATIONAL
CLASS 005

TRACKED TEXT DESCRIPTION

diagnostic preparations for medical purposes; diagnostic preparations for medical and veterinary
purposes; diagnostic reagents for in-vitro use; diagnostic reagents for in-vitro use, specifically for blood
analysis

FINAL DESCRIPTION

diagnostic preparations for medical purposes; diagnostic preparations for medical and veterinary
purposes; diagnostic reagents for in-vitro use, specifically for blood analysis
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DESCRIPTION

scientific apparatus for diagnostic testing of biological samples (other than for medical use); parts and
fittings therefor



FILING BASIS Section 1(b)
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APPLICATION
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scientific apparatus for diagnostic testing of biological samples (other than for medical use); scientific
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scientific apparatus for diagnostic testing of biological samples (other than for medical use or cytometry
use); parts and fittings therefor
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Apparatus for diagnostic purposes for testing blood and other bodily fluids and tissues; apparatus for
medical diagnostic purposes for testing blood and other bodily fluids and tissues; medical apparatus for
performing in-vitro diagnostic tests; testing apparatus for medical and diagnostic purposes for testing
blood and other bodily fluids and tissues; scientific apparatus for medical diagnostic testing of
biological samples; disposable microfludic cartridges for medical use; apparatus for sale in kit form for
medical diagnostic purposes for testing blood and other bodily fluids and tissues; test plates for use in
medical diagnostic tests of biological samples; in-vitro diagnostic testing apparatus; biosensors for use
in medical diagnostic tests of biological samples; parts and fittings therefor

FILING BASIS Section 1(b)
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APPLICATION
COUNTRY

European Community
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and other bodily fluids and tissues; scientific apparatus for medical diagnostic testing of biological
samples; disposable microfludic cartridges for medical use; apparatus for sale in kit form for medical
diagnostic purposes for testing blood and other bodily fluids and tissues; test plates for use in medical
diagnostic tests of biological samples; in-vitro diagnostic testing apparatus; in-vitro diagnostic testing
apparatus, specifically for blood analysis; biosensors for use in medical diagnostic tests of biological
samples; parts and fittings therefor; all not for use in cytometry

FINAL DESCRIPTION

Apparatus for diagnostic purposes for testing blood and other bodily fluids and tissues; apparatus for
medical diagnostic purposes for testing blood and other bodily fluids and tissues; medical apparatus for



performing in-vitro diagnostic tests, specifically for blood analysis; testing apparatus for medical and
diagnostic purposes for testing blood and other bodily fluids and tissues; scientific apparatus for medical
diagnostic testing of biological samples; disposable microfludic cartridges for medical use; apparatus for
sale in kit form for medical diagnostic purposes for testing blood and other bodily fluids and tissues; test
plates for use in medical diagnostic tests of biological samples; in-vitro diagnostic testing apparatus,
specifically for blood analysis; biosensors for use in medical diagnostic tests of biological samples; parts
and fittings therefor; all not for use in cytometry

FILING BASIS Section 1(b)

FILING BASIS Section 44(d)

       FOREIGN
APPLICATION
COUNTRY

European Community

FILING BASIS Section 44(e)

       FOREIGN
REGISTRATION
NUMBER

008316796

       FOREIGN
REGISTRATION
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European Community

       FOREIGN
REGISTRATION
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01/21/2010
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EXPIRATION DATE 05/22/2019
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 77878491 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Please see the actual argument text attached within the Evidence section.

EVIDENCE
Evidence in the nature of Applicant's Request for Reconsideration, TESS trademark records, encyclopedic
and dictionary information, and webpages concerning the Cited Marks. has been attached.
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CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 005 for diagnostic preparations for medical purposes; diagnostic preparations for medical
and veterinary purposes; diagnostic reagents for in-vitro use
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: The applicant has had a bona fide intention to use or use
through the applicant's related company or licensee the mark in commerce on or in connection with the
identified goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Filing Basis: Section 44(d), Priority based on foreign filing: Applicant has had a bona fide intention to
use the mark in commerce on or in connection with the identified goods and/or services, and asserts a
claim of priority based on [European Community application number 008316796 filed 05/22/2009]. 15
U.S.C.Section 1126(d), as amended.

Filing Basis: Section 44(e), Based on Foreign Registration: Applicant has a bona fide intention to use
the mark in commerce on or in connection with the identified goods and /or services, and submits a copy
of [ European Community registration number __________ registered __________ with a renewal date of
__________ and an expiration date of __________ ], and translation thereof, if appropriate. 15 U.S.C.
Section 1126(e), as amended.

Proposed:
Tracked Text Description: diagnostic preparations for medical purposes; diagnostic preparations for
medical and veterinary purposes; diagnostic reagents for in-vitro use; diagnostic reagents for in-vitro use,
specifically for blood analysis

Class 005 for diagnostic preparations for medical purposes; diagnostic preparations for medical and
veterinary purposes; diagnostic reagents for in-vitro use, specifically for blood analysis
Filing Basis: Section 1(b), Intent to Use: The applicant has a bona fide intention to use or use through
the applicant's related company or licensee the mark in commerce on or in connection with the identified
goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Filing Basis: Section 44(d), Priority based on foreign filing: Applicant has a bona fide intention to use
the mark in commerce on or in connection with the identified goods and/or services, and asserts a claim of
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priority based on [European Community application number 008316796 filed 05/22/2009]. 15
U.S.C.Section 1126(d), as amended.

Filing Basis: Section 44(e), Based on Foreign Registration: Applicant has a bona fide intention to use
the mark in commerce on or in connection with the identified goods and /or services, and will submit a
copy of [ European Community registration number __________ registered __________ with a renewal
date of __________ and an expiration date of __________ ], and translation thereof, if appropriate, before
the application may proceed to registration. 15 U.S.C. Section 1126(e), as amended.

Applicant proposes to amend the following class of goods/services in the application:
Current: Class 009 for scientific apparatus for diagnostic testing of biological samples (other than for
medical use); parts and fittings therefor
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: The applicant has had a bona fide intention to use or use
through the applicant's related company or licensee the mark in commerce on or in connection with the
identified goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Filing Basis: Section 44(d), Priority based on foreign filing: Applicant has had a bona fide intention to
use the mark in commerce on or in connection with the identified goods and/or services, and asserts a
claim of priority based on [European Community application number 008316796 filed 05/22/2009]. 15
U.S.C.Section 1126(d), as amended.

Filing Basis: Section 44(e), Based on Foreign Registration: Applicant has a bona fide intention to use
the mark in commerce on or in connection with the identified goods and /or services, and submits a copy
of [ European Community registration number __________ registered __________ with a renewal date of
__________ and an expiration date of __________ ], and translation thereof, if appropriate. 15 U.S.C.
Section 1126(e), as amended.

Proposed:
Tracked Text Description: scientific apparatus for diagnostic testing of biological samples (other than
for medical use); scientific apparatus for diagnostic testing of biological samples (other than for medical
use or cytometry use); parts and fittings therefor

Class 009 for scientific apparatus for diagnostic testing of biological samples (other than for medical use
or cytometry use); parts and fittings therefor
Filing Basis: Section 1(b), Intent to Use: The applicant has a bona fide intention to use or use through
the applicant's related company or licensee the mark in commerce on or in connection with the identified
goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Filing Basis: Section 44(d), Priority based on foreign filing: Applicant has a bona fide intention to use
the mark in commerce on or in connection with the identified goods and/or services, and asserts a claim of
priority based on [European Community application number 008316796 filed 05/22/2009]. 15
U.S.C.Section 1126(d), as amended.

Filing Basis: Section 44(e), Based on Foreign Registration: Applicant has a bona fide intention to use
the mark in commerce on or in connection with the identified goods and /or services, and will submit a
copy of [ European Community registration number __________ registered __________ with a renewal
date of __________ and an expiration date of __________ ], and translation thereof, if appropriate, before
the application may proceed to registration. 15 U.S.C. Section 1126(e), as amended.



Applicant proposes to amend the following class of goods/services in the application:
Current: Class 010 for Apparatus for diagnostic purposes for testing blood and other bodily fluids and
tissues; apparatus for medical diagnostic purposes for testing blood and other bodily fluids and tissues;
medical apparatus for performing in-vitro diagnostic tests; testing apparatus for medical and diagnostic
purposes for testing blood and other bodily fluids and tissues; scientific apparatus for medical diagnostic
testing of biological samples; disposable microfludic cartridges for medical use; apparatus for sale in kit
form for medical diagnostic purposes for testing blood and other bodily fluids and tissues; test plates for
use in medical diagnostic tests of biological samples; in-vitro diagnostic testing apparatus; biosensors for
use in medical diagnostic tests of biological samples; parts and fittings therefor
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: The applicant has had a bona fide intention to use or use
through the applicant's related company or licensee the mark in commerce on or in connection with the
identified goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Filing Basis: Section 44(d), Priority based on foreign filing: Applicant has had a bona fide intention to
use the mark in commerce on or in connection with the identified goods and/or services, and asserts a
claim of priority based on [European Community application number __________ filed __________ ]. 15
U.S.C.Section 1126(d), as amended.

Filing Basis: Section 44(e), Based on Foreign Registration: Applicant has a bona fide intention to use
the mark in commerce on or in connection with the identified goods and /or services, and submits a copy
of [ European Community registration number 008316796 registered 01/21/2010 with a renewal date of
__________ and an expiration date of 05/22/2019 ], and translation thereof, if appropriate. 15 U.S.C.
Section 1126(e), as amended.

Proposed:
Tracked Text Description: Apparatus for diagnostic purposes for testing blood and other bodily fluids
and tissues; apparatus for medical diagnostic purposes for testing blood and other bodily fluids and tissues;
medical apparatus for performing in-vitro diagnostic tests; medical apparatus for performing in-vitro
diagnostic tests, specifically for blood analysis; testing apparatus for medical and diagnostic purposes for
testing blood and other bodily fluids and tissues; scientific apparatus for medical diagnostic testing of
biological samples; disposable microfludic cartridges for medical use; apparatus for sale in kit form for
medical diagnostic purposes for testing blood and other bodily fluids and tissues; test plates for use in
medical diagnostic tests of biological samples; in-vitro diagnostic testing apparatus; in-vitro diagnostic
testing apparatus, specifically for blood analysis; biosensors for use in medical diagnostic tests of
biological samples; parts and fittings therefor; all not for use in cytometry

Class 010 for Apparatus for diagnostic purposes for testing blood and other bodily fluids and tissues;
apparatus for medical diagnostic purposes for testing blood and other bodily fluids and tissues; medical
apparatus for performing in-vitro diagnostic tests, specifically for blood analysis; testing apparatus for
medical and diagnostic purposes for testing blood and other bodily fluids and tissues; scientific apparatus
for medical diagnostic testing of biological samples; disposable microfludic cartridges for medical use;
apparatus for sale in kit form for medical diagnostic purposes for testing blood and other bodily fluids and
tissues; test plates for use in medical diagnostic tests of biological samples; in-vitro diagnostic testing
apparatus, specifically for blood analysis; biosensors for use in medical diagnostic tests of biological
samples; parts and fittings therefor; all not for use in cytometry
Filing Basis: Section 1(b), Intent to Use: The applicant has a bona fide intention to use or use through
the applicant's related company or licensee the mark in commerce on or in connection with the identified
goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).



Filing Basis: Section 44(d), Priority based on foreign filing: Applicant has a bona fide intention to use
the mark in commerce on or in connection with the identified goods and/or services, and asserts a claim of
priority based on [European Community application number __________ filed __________ ]. 15
U.S.C.Section 1126(d), as amended.

Filing Basis: Section 44(e), Based on Foreign Registration: Applicant has a bona fide intention to use
the mark in commerce on or in connection with the identified goods and /or services, and will submit a
copy of [ European Community registration number 008316796 registered 01/21/2010 with a renewal date
of __________ and an expiration date of 05/22/2019 ], and translation thereof, if appropriate, before the
application may proceed to registration. 15 U.S.C. Section 1126(e), as amended.

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /J. Robert LeBlanc/     Date: 10/17/2013
Signatory's Name: J. Robert LeBlanc
Signatory's Position: Attorney of record, Texas bar member

Signatory's Phone Number: 214-651-5106

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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